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DETAILED ACTION 



1. The response received on 07-20-2006 has been placed in the file and was considered by the examiner. An 
action on the merits follows. 

Response to Arguments 

2. The arguments filed on 07-20-2006 have been fully considered. A response to these arguments is provided 
below. 



Claim Objections 

Summary of Argument : 

Applicant has amended claim 1 to address the examiner's antecedent basis concerns. 

Examiner 's Response : 

The previous objection is withdrawn. 



Prior Art Rejections 

Arguments and Responses : 

(A) Regarding claim 1, applicant alleges that "Ha and Cox individually and combined, fail to teach or suggest 
sending a first network communication including imaging service content representing a plurality of selectable 
watermark images and receiving a second network communication selecting a watermark image from the plurality 
of watermark images." (see applicant's remarks, pg. 7). 

Response : 

The new limitations that have been added to claim 1 are not distinctly claimed and have been objected to below 
under 37 CFR 1.75(a) and rejected under 35 USC 1 12(2) 

(B) Regarding claim 17, applicant alleges that "Claim 17 has been amended to recite that the imaging-service 
content includes a reference for each of the plurality of selectable watermark images. Ha merely teaches sending 
'watermarked contents to the user client 20. ' ... [T]hese water marked contents simply include requested content to 
which data identifying a user, a time of request, and an IP address has been added. Content containing such 
information is not imaging-service content that includes a reference for each of the plurality of selectable watermark 
images." 

Response : 
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The previous office action states that "Ha also does not disclose obtaining a reference to the selected watermark 
image. Cox discloses using a watermark reference ." (see previous office action pg. 8). Thus, applicant's 
arguments are not directly pertinent to the previous rejection. 

(C) With respect to claim 25 and the limitation of "receiving imaging-service content representing a plurality of 
watermark images", applicant argues that "Ha merely teaches sending 'watermarked contents to the user client 20' 
. . . [T]hese water marked contents simply include requested content to which data identifying a user, a time of 
request, and an IP address has been added. Content containing such information is not imaging-servicing content 
representing a plurality of watermark images. Ha's content simply contains watermarking information." 
Response : 

As is discussed above, the "analogous arguments of claim 17" refer to the limitations as addressed in the 
rejection to claim 17. In that rejection, it was not only the Ha reference, but also Cox and French that were 
used to address the limitation in question. 



Claim Objections 

3. The follow quotations of 37 CFR § 1.75(a) provide the basis of objection: 

(a) The specification must conclude with a claim particularly pointing out 

and distinctly claiming the subject matter which the applicant regards as his invention or discovery. 

4. Claims 1, 2, 5, 6, and 14 are objected to under 37 CFR § 1.75(a) as failing to particularly point out and 
distinctly claim the subject matter which the applicant regards as his invention or discovery, and failing to conform 
to the invention as set forth in the remainder of the specification. 

Newly amended claim 1 recites the following limitation: "sending a first network communication including 
imaging service content representing a plurality of selectable watermark images." Respecting this limitation, it is 
unclear where this first network communication is being sent, or where it is being sent from. 

In the next paragraph of the claim, the claim recites "receiving a second network communication selecting a 
watermark image from the plurality of selectable watermark images." It is unclear what this limitation is supposed 
to mean. Is there supposed to be a comma in between the words "communication" and "selecting"? If so, then the 
claim would be interpreted as having a watermark service that received a second network communication and then 
selected a watermark image from among a plurality of selectable watermark images. If not, then is it the "second 
network communication" that selects the watermark image from among the plurality? And how does a network 
communication select a watermark image? 
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The paragraph further recites "a watermark service receiving a second network communication." The claim 
makes clear where this second network communication is going ("a first network server"), but does not tell us where 
it originated from. 

The remaining claims are objected because of their dependency on an objected-to claim. 
A Note on Claim Interpretation : 

In view of these problems, the amended claim 1 will be interpreted as it was in the previous office action prior 
to the instant amendment The examiner realizes that the applicants — by their instant amendment — are attempting 
to change the scope of the claim. But since the examiner is unable to discern the metes and bounds of these 
additional limitations and the way that they interact with the remaining limitations, it is difficult to interpret them in 
a way that prior art can be applied in a reasonable manner. 



Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1, 2, 5, 6, and 14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

Specifically, claim 1 is rejected for the reasons described in the above claim objection. The remaining claims 
are rejected because of their dependency on a rejected base claim. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 

forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



8. Claims 1, 2, 5, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ha (Pub. No. US 
2002/0032863 Al, hereinafter Ha) in view of Cox et al. (PN 6,253,323, hereinafter Cox). 
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Regarding Claim 1 : Ha discloses a method of adding a watermark image to a composition, said method comprising: 

• receiving a network communication selecting a watermark image [The watermarking unit (Figure 1, 14) 
receives a user's ID and user key from the database (Figure 1, 12) (p. 2, paragraph 0029, lines 7-10).], the 
watermark service (14) operating on a network server (internet, Figure 1, 30), the watermark service (14) 
being stored on a first network server (operator server, Figure 1, 10) and having access to a plurality of 
watermark images (user key) [The user key is a combination of alpha/numeric/alpha-numeric characters 
and therefore qualifies as an image (p. 2, paragraph 0024, lines 3-5). A user key is created for each user (p. 
2, paragraph 0024, lines 1-3). It is obvious that multiple users would use the system, and therefore, there 
would be multiple user keys.]; 

• accessing a target composition (contents) that includes one or more graphic references [The web server 
(Figure 1, 1 1) accesses the contents located in the database (12) (p. 2, paragraph 0029, lines 3-4). The 
contents may be any form of digital multimedia, which include digital pictures and therefore graphics (p. 1 
paragraph 0001, lines 1-3 and paragraph 0008).]. 

Ha does not expressly disclose the target composition being stored on a second network server. The contents, which 
represent the target composition, are stored in the database (12), which is part of the first server (10). However, it 
would have been obvious to store the contents in another database in another server connected to the internet (30). 
One would have been motivated to make this modification to improve security of the watermark images. 
Furthermore, the database (12) is shown as being external from the watermarking unit (14), suggesting that the 
database (12) could be located in another server separate from the operator server (10), so long as it is accessible by 
the watermarking unit (14), web server (1 1), and authentication unit (13). 

• Ha also does not disclose generating a watermark composition comprising the one or more graphic 
references of the target composition and a reference to the selected watermark image. 

However, Cox discloses a set of associated stored electronic signal (Figure 1, 1 10, which represent the watermark 
composition) comprising a signal (130) referencing a remotely stored electronic document (representing the target 
composition) and a signal (120) referencing a remotely stored digital certificate (representing a watermark) (col. 4 
lines 47-58). 

It would have been obvious to one of ordinary skill in the art to modify Ha to modify the watermarked information 
so that it contains references to the contents and user keys, as taught by Cox. Storing the watermarked information 
in this form allows for increased flexibility within the system. For example, if a user key is changed after 
watermarking the contents, the watermarked information would still be valid since the reference would point to the 
more recent user key. 

Regarding Claim 2: Ha discloses the method of claim 1, wherein receiving a network communication selecting a 
watermark image is accomplished with the aid of an imaging extension [It is inherent that an imaging extension is 
used to access the database (12) when the database contains digital images (p. 1, paragraph 0008).]. 
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Regarding Claim 5: Cox discloses the method of claim 1, further comprising storing the watermark composition on 
a network. Cox discloses the object, which is the set of signals representing the watermark composition, being used 
on the Internet (col. 5 lines 7-9). Therefore, Cox teaches the watermark composition stored on the network. 
However, Cox does not disclose the watermark composition store operating on the second network server. 
Nevertheless, it would have been obvious to one of ordinary skill in the art that the modification of Ha with Cox 
would result in storing Cox's watermark composition on a database connected to Ha's Internet (30) and operator 
server (10). One would have been motivated to keep a record of all watermarked contents in a separate database for 
security purposes. 

Regarding Claim 14: Ha discloses the method of claim 1, wherein the target composition (contents) is stored in a 
personal-imaging repository (database, Figure 1,12) associated with the user [The contents are stored in the 
database (12) (p. 2, paragraph 0029, lines 1-4). The database (12) is associated with a user since the database's 
contents can only be requested by an authenticated user client (Figure 1, 20) (p. 2, paragraph 0028).]. 



9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ha in view of Cox as applied to 
claim 5 above, and further in view of French et al. (PN 6,396,594, hereinafter French). 

Regarding Claim 6: Cox discloses the watermark composition being web content, such as URLs (col. 5 lines 7-21). 
Neither Ha nor Cox discloses generating a hard-copy product. However, French discloses serving the combined 
watermark and print data to a remote service (Figure 5B, 530, printer hardware), and the remote service generates a 
hard-copy product using the watermark composition (col. 7 lines 10-16). It would have been obvious to one of 
ordinary skill in the art to connect a print server (Figure 1, 108) and printer device (Figure 1, 1 10) as taught by 
French to Ha's internet (Figure 1, 30). Furthermore, one would have been motivated to make this modification 
because often watermark compositions are used for display. For example, one may wish to print a watermarked 
photograph for display. 



10. Claims 17-26 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ha in view of Cox and 
French. 

Regarding Claim 17: Ha discloses a system for adding a watermark to a composition, comprising: 

• A watermark service (watermarking unit, Figure 1,14) coupled to a network (Internet, Figure 1,30) and 
having access to imaging services content representing a plurality of selectable watermark images (user 
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key) [The user key is a combination of alpha/numeric/alpha-numeric characters and therefore qualifies as 
an image (p. 2, paragraph 0024, lines 3-5). A user key is created for each user (p. 2, paragraph 0024, lines 
1-3). It is obvious that multiple users would use the system, and therefore, there would be multiple user 
keys.]; and 

• A computing device (user client, Figure 1, 20) coupled to the network (30), the computing device 

configured with a browser [It is inherent that the user client (20) has a browser for accessing the Internet 
(30).], wherein the browser is configured to receive the imaging-service content from the watermark 
service (Figure 2, step 205, p. 2, paragraph 0034). 

Ha does not disclose enabling the user client to select the watermark from a plurality of watermarks. French 
discloses selecting a watermark from predefined watermarks (col. 6 lines 37-38). It would have been obvious to one 
of ordinary skill in the art to modify Ha to allow the user client (20) to select a watermark image in addition to the 
user key to be inserted into the contents. Furthermore, one would have been motivated to make this modification to 
provide increased copyright protection. 

Ha also does not disclose obtaining a reference to the selected watermark image. Cox discloses using a 
watermark reference [The watermark reference is the arrow (Figure 1, 125) pointing to the digital certificate (Figure 
1, 120).] integrated with a target composition [The target composition is the reference to object (Figure 1).], which 
includes one or more graphic references [The graphic reference is the arrow (125) pointing to the stored electronic 
document (130).] (col. 4 lines 47-58). 

Ha also does not disclose initiating the watermark composition. However, Cox discloses the generation of a 
watermark composition [The watermark composition is the set of electronic signals (110)] comprising the reference 
to the watermark image (the arrow (125) pointing to digital certificate (120)) and the one or more graphic references 
(arrow (125) pointing to the stored electronic document (130)). 

It would have been obvious to one of ordinary skill in the art to modify Ha's watermarking unit (14) to combine 
references to a watermark image with references to a graphic images to form the watermark composition. 
Furthermore, one would have been motivated to make this modification to increase the flexibility of the 
watermarking system, allowing changes to be made efficiently. For example, using references one could change a 
single watermark and effectively change the watermark on many images. 

Regarding Claim 18: Ha as modified by Cox discloses the system of claim 17, wherein the reference to the selected 
watermark includes a reference to a textual watermark (user key) [The modification would result in Cox's 
watermark reference (Figure 1, arrow (125) pointing to the digital certificate (120)) pointing to a user key as taught 
by Ha. Ha teaches that this user key is a combination of alpha/numeric/alpha-numeric characters, and therefore is a 
textual watermark (p. 2, paragraph 0024, lines 3-5).]. 
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Regarding Claim 19: Ha as modified by Cox discloses the system of claim 17, but neither expressly disclose the 
watermark being a graphic. However, French discloses the watermark property (210) containing a pointer to a 
selected graphic image (col. 4 lines 22-23). It would have been obvious to one of ordinary skill in the art to use a 
graphical design in place of Ha's user key. It is common in the art to use logos and similar graphics as watermarks 
for identifying ownership. 

Regarding Claim 20: Ha discloses the system of claim 17, wherein the browser comprises an imaging extension [It 
is inherent that an imaging extension is used to access the database (12) when the database contains digital images 
(p. 1, paragraph 0008).]. 

Regarding Claim 21: Ha discloses the system of claim 17, further comprising: 

• A service server (web server, Figure 1,11) coupled to the network (Internet, Figure 1, 30) and a service 
(watermarking unit, Figure 1, 14), wherein the service server (1 1) receives data from the browser (inherent 
in user client, Figure 1, 20) [The web server (11) receives a request for transfer (Figure 2, step 203) from 
the browser inherent in the user client (20) (p. 2, paragraph 0028, lines 3-5).] 

Regarding Claim 22: Ha does not disclose the data comprising resource device commands. However, French 
discloses a print server (Figure 1, 108), which receives print jobs from user units (Figure 1, 104a-104n) (col. 3 lines 
23-26). These print jobs represent resource device commands. It would have been obvious to one of ordinary skill 
in the art to modify Ha to include a print server connected to the Internet (30) for printing the watermarked contents 
requested by the user client (20). One would have been motivated to make this modification because of the 
desirability for force printing of watermarks within enterprises as pointed out by French (col. 1 lines 55-62). 

Regarding Claim 23: Ha does not disclose the data comprising a reference for accessing the watermark composition 
from a storage device. However, French discloses the user selecting a watermark from predefined watermarks (408) 
(col. 6 lines 37-38). Since the watermarks are predefined it is inherent that they are stored and therefore the 
selection is a reference to the location of the watermark in this inherent storage device. It would have been obvious 
to one of ordinary skill in the art to modify Ha's user client (20) to include French's user interface (402) to allow the 
user to select the watermark. Furthermore, it would have been obvious to make this modification because varying 
the watermarks used increases copyright protection. 



Regarding Claim 24: French discloses the system of claim 22, wherein the resource device commands (print jobs) 
are configured to direct the creation of a hard-copy product [The print jobs are served by the print server (108) and 
printer device (110) thereby creating a hard-copy (col. 3 lines 23-26).]. 
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Regarding Claim 25: Ha as modified by French and Cox discloses a computer-readable medium storing computer 
readable instructions for: 

• Receiving imaging-service content representing a plurality of watermark images [See the analogous 
arguments of claim 17.]; 

• Enabling a user to select a watermark image from the plurality of watermark images represented by the 
imaging service content [See the analogous arguments of claim 17.]; 

• Obtaining a reference to a watermark image selected by the user [See the analogous arguments of claim 
17.]; 

• Identifying one or more compositions designated for integration with the reference to the selected 
watermark image, each of the one or more compositions including one or more graphic references [See the 
analogous arguments of claim 17.]; 

• For each of the one or more compositions, initiating the generation of a watermark composition comprising 
the reference to the watermark image and the one or more graphic references of that composition at least 
one target composition [See the analogous arguments of claim 5.]; and 

• Initiating the storage of the one or more generated watermark compositions in a personal imaging 
repository [See the analogous arguments of claim 14.]. 

Regarding Claim 26: French discloses the computer-readable medium of claim 25, storing further instructions for: 

• Redirecting the one or more watermark compositions (combined watermark and application printer ready 
data) to at least one service to generate a product [The print converter (520) delivers the combined 
watermark and application printer ready data to the printer (530), which generates a printed copy of the 
data (col. 7 lines 10-15).]. 

Regarding Claim 30: French discloses the computer-readable medium of claim 26, wherein the instructions for 
redirecting include instructions for redirecting a reference (pointer) to at least one of the one or more watermark 
compositions [The watermark delivered by the print converter (520) may be a pointer to a graphic image or text (col. 
4 lines 22-23). A pointer is understood to be synonymous with a reference.]. French does not disclose the 
watermark composition residing within the personal imaging repository. Ha discloses storing the watermark 
composition in the personal imaging repository [See the analogous arguments of claim 14.]. It would have been 
obvious to one of ordinary skill in the art to connect French's print server (108) to Ha's Internet (30) thereby 
allowing the print server (108) to print watermark compositions stored in the personal imaging repository. One 
would have been motivated to make this modification to improve flexibility in printing various watermarks. 
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Conclusion 



1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the THREE-MONTH shortened statutory period, 
then the shortened statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Patrick L Edwards whose telephone number is (571) 272-7390. The examiner can normally be reached 
on 8:30am - 5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Bhavesh Mehta 
can be reached on (571) 272-7453. The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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